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DETAILED ACTION 

1 . This office action is responsive to the amendment filed on 8/23/2006. As 
directed by the amendment: claims 1-10 have been cancelled and claims 11-22 have 
been added. Thus, claims 1 1-22 are presently pending in this application. 

Claim Objections 

2. Claim 16 is objected to due to the following informalities: it appears that the 
language of Claim 16 should be corrected to read as follows: 

"The mechanical pencil according to claim 1 1 , wherein two diametrically 
opposed regions of endpiece-lead brake friction are provided, and wherein 
two diametrically opposed regions of lead-lead brake friction are provided, 
the regions of le ad le ad brak e frict i on endpiece-lead brake friction being 
angularly shifted about 90 degrees relative to the regions of lead-lead 
brake friction." 

3. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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5. Claims 11-15, 17, 18 and 20-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Minagawa (US Patent 3,664,753). 

6. In re Claims 11, 14, 18, 21 and 22, Minagawa discloses a mechanical pencil 
comprising: a body 1 (Column 2, Lines 63-64) extending longitudinally along an axis X 
between a forward writing end and a rear end (See Fig. 1); an endpiece 4 ("tubular tip 
member"; Fig.'s 1 and 3; Column 2, Line 71) situated at the forward end (See Fig. 1); a 
lead guide 14 (Fig.'s 1 , 3 and 6; Column 3, Line 61 ) that can be retracted into said 
endpiece (See Fig.'s 2a and 3) and comprising a conduit for the passage of a lead 1 3 
(See Fig. 6; Column 3, lines 70-73) and for its guidance in translational movement along 
said axis X (See Fig.'s 1, 3 and 6); and a lead brake 17 ("annular rubber member"; Fig. 
6; Column 4, Line 1 ) made of an elastically deformable material ("rubber") connected to 
said lead guide (See Fig. 6), said lead brake comprising at least one region of friction 
between the lead and said lead brake (See Fig. 7; friction being present where brake 17 
contacts lead 13) to limit the movement of the lead in said lead guide (Column 4, Lines 
60-63), and at least one region of friction between said endpiece and said lead brake 
(See Fig. 2B; Column 4, Lines 43-49; it being understood that elastically deformable 
brake 17 contacting the sloping surface 4"" of endpiece 4 will result in a frictional force 
being applied against brake 17) to limit the movement of said Lead guide in the 
endpiece, wherein each region of friction between the lead and said lead brake is 
shifted angularly about the axis X relative to each region of friction between said 
endpiece and said lead brake (it being understood that, where the contact surface 
between 17 and 4"" is circular, the point of friction between the lead and the brake will 
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be shifted angularly to at least one point of friction between the endpiece and the 
brake), wherein said lead brake is positioned on said lead guide between two shoulders 
(See Fig. 6; Column 3, Line 73 to Column 4, Line 2; brake 17 being positioned between 
a top shoulder and bottom shoulder formed by the opening 16 in guide tube 14), and 
wherein said lead guide and the said lead brake form a one-piece component (See Fig. 
6; Column 4, Lines 35-37) composed of at least two materials (Column 4, Lines 18-22). 
7. In re Claims 12, 13 and 17, Minagawa further discloses said brake 17 (Fig. 6), 
considered perpendicularly to the axis X (as depicted in Fig. 7), includes an elongate 
shape (See Fig. 7), wherein regions of said endpiece-lead brake friction being formed at 
each end of the elongate shape ("contact"; See Annotated Fig. 7 below; it being 
understood that endpiece 4 being circular will contact both of these points); said lead 
brake includes an annular shape (See Fig. 7); and said lead brake includes a torus- 
shape before being fitted on said lead guide (See Fig. 7). 
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8. In re Claims 1 5 and 20, Minagawa further discloses the conduit of said lead 
guide 14 (Fig. 6) comprises at least one opening 16 (Fig. 6) through which said lead 
brake 17 (Fig. 6) acts on the lead 13 (Fig.'s 6 and 7), in a region of lead-lead-guide 
friction (Column 4, Lines 60-63; See Fig 7, where brake 17 contacts lead 13); and said 
lead guide forms the forward end of a cartridge 6 ("reservoir"; Fig. 1 ; Column 3, Line 19) 
comprising a lead feed mechanism 9 ("retaining chuck"; Fig.'s 1-3; Column 3, Lines 36- 
40) and mounted removably inside said body ("threaded connection 3"; See Fig. 3; 
Column 2, Line 71 to Column 3, Line 3). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 16 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Minagawa. 

11. In re Claim 16, Minagawa discloses two diametrically opposed regions of 
endpiece-lead brake friction ("contact"; See Annotated Fig. 7 above; said "contact" 
points being locations wherein brake 17 contacts endpiece 4, such contact resulting in a 
friction force); and a region of lead-lead brake friction (See Fig. 7; friction occurring 
between the two members where brake 17 contacts lead 13), the regions of endpiece- 
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lead brake friction being angularly shifted about 90 degrees relative to the region of 
lead-lead brake friction (it being understood that, where the contact and thus friction 
forces between brake 17 and endpiece 4 occur over a circular region, there will 
necessarily be regions of endpiece-lead brake friction which are angularly shifted about 
90 degrees relative to the region of lead-lead brake friction). 

12. Although Minagawa does not disclose a second region of lead-lead-brake friction 
diametrically opposed to the first region, it is the Examiner's opinion that it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to provide a second region of lead-lead-brake friction diametrically opposed to the first 
region, for the purpose of providing a greater retaining force on the lead as it moves 
through the guide tube, since It has been held that mere duplication of the essential 
working parts of a device involves only routine skill in the art. In re Harza. 274 F.2d 669, 
124 USPQ 378 (CCPA 1960). 

13. In re Claim 19, the claimed feature of "said lead brake is overmolded" (Lines 2-3), 
is a product by process limitation. "[E]ven though product-by-process claims are limited 
by and defined by the process; determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe . 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985). 
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14. Minagawa discloses a lead guide tube 14 (Fig. 6) and the final product of the 
brake being formed of an elastomer ("rubber"; Column 4, Line 1). Furthermore, the 
product-by-process limitation of "said lead brake is overmolded" would not be expected 
to impart any distinctive structural characteristics to the lead brake. Therefore, the lead 
brake of the prior art appears to be the same as Applicant's claimed lead brake feature, 
thus rendering the claimed feature patentably indistinguishable over the prior art of 
Minagawa. 

1 5. Although Minagawa does not disclose the lead guide being made of a synthetic 
resin it is the Examiner's opinion that it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to construct the guide tube of a 
synthetic resin, for the purpose of choosing a construction material which is well known 
in the art and presents many characteristics favorable for facilitating construction while 
at the same time reducing construction costs, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability 
for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Kageyama et al. (US Patent 4,884,910), which discloses a 
mechanical pencil having an endpiece, a guide tube and a lead brake structure, wherein 
regions of endpiece-lead brake friction are shifted angularly to regions of lead-lead 
brake friction. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RYAN A. VARNUM whose telephone number is (571) 
270-7853. The examiner can normally be reached on Monday - Friday, 9:00 AM - 5:00 
PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Huson can be reached on (571) 272-4887. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. A. V./ 

Examiner, Art Unit 3751 

/David J. Walczak/ 
Primary Examiner, Art Unit 3751 



